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CLIENT ALERT: TAFAS V. DOLL

Parties for both sides in the case of Tafas v. Doll plan to file a motion with the Court of Appeals
for the Federal Circuit (the Court that hears all patent appeals) to dismiss litigation relating to

proposed rules that would have placed significant restrictions on patent applicants.

In 2007, the U.S. Patent and Trademark Office (USPTO) sought to enact rules limiting the number
of continuing applications and the number of claims in an application. The rules were challenged,
principally by GlaxoSmithKline, on the grounds that the USPTO lacked authority to make such
rules and that the rules were unduly restrictive and deprived inventors of protection necessary

to promote innovation. The lower court agreed and enjoined enactment of the rules.

The Federal Circuit reversed the lower court in part, but then decided to vacate its decision and
grant a rehearing en banc. Yesterday, the USPTO withdrew the 2007 regulations, and today both

sides plan to file a motion to dismiss the litigation.

The decision by the USPTO to rescind the proposed rules indicates that the new administration
is attempting to shift the patent application process to a more cooperative approach between
patent applicants and examiners. And several additional proposals by the new administration

indicate that the USPTO is interested in improving responsiveness and quality.
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Information contained in this Alert is not intended
to constitute legal advice by the author or the
attorneys at Brown Rudnick LLP and they
expressly disclaim any such interpretation by any
party. Specific legal advice depends on the facts of
each situation and may vary from situation to

situation.

Distribution of this Alert to interested parties
does not establish an attorney-client relationship.
The views expressed herein are solely the views
of the authors and do not represent the views of
Brown Rudnick LLP, those parties represented by
the authors, or those parties represented by
Brown Rudnick LLP
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BROWN RUDNICK is an international law firm with offices in the United States and
Europe. Our 200 attorneys provide assistance across key areas of the law, including
corporate and securities, intellectual property, tax law, finance, bankruptcy and
restructuring, government law and strategies, complex litigation and arbitration, climate
and energy and real estate. For further information on this topic, please contact your

Brown Rudnick attorney or one of the following attorneys:
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